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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Claim Rejections - 35 USC § 102/103 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed 
publication in this or a foreign country, before the invention thereof by the applicant for a patent. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim 6 is rejected under 35 U.S.C. 102(a) as anticipated by or, in the alternative, 
under 35 U.S.C. 103(a) as obvious over Kuramoto et al., JP 2003-82045 for the reasons 
outlined previously. 

Clearly, the Examiner and Applicant are at odds as to how the teachings of 
paragraph [0054] are to be interpreted. In the Examiner's estimation, this passage 
states (i) that the free radical polymerization, which will include one or more of the 
monomer compounds of paragraph [0056], may be carried out during, or after , 
condensation (where condensation represents the mechanism by which the 
polysiloxane framework is assembled from the silane precursor), and (ii) that the 
"above-mentioned" polymerization process may be carried out in the presence of a 
surfactant. 

It is important that the polymerization that produces polysiloxane formation, i.e. 
polycondensation, and the free radical-promoted polymerization be distinguished from 
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one another. Paragraph [0054] indicates that the latter may be carried out 
concomitantly with or, relevant to the present discussion, following polysiloxane 
formation. Moreover, when allusion to the surfactant is made, the Examiner believes 
that it is clearly in the context of performing the free radical polymerization as the 
polysiloxane forming process is referred to as "condensation" and the vinyl monomer 
reaction into an addition polymer as "polymerization". To reiterate, the free radical 
polymerization entails the co-reaction of the polysiloxane bearing unsaturated moieties 
and also the monomers outlined in paragraph [0056]. Insofar as the monomer 
compounds of paragraph [0056] are participants in the free radical polymerization and it 
is that polymerization that is apparently carried out in the presence of surfactant, than it 
follows that one of ordinary skill would emulsify the monomer before adding it to the 
polysiloxane particles. 

Moreover, it will again be emphasized that the product obtained by the prior art 
method is one having a narrow particle size distribution and that Applicants' Declaration 
filed June 17, 2008 verifies that this outcome can be expected when the vinyl monomer 
has been pre-emulsified. Had the vinyl monomer not been pre-emulsified than the 
skilled artisan would have expected a broad particle size distribution as was observed of 
the product formed in the comparative example of said declaration. 

Applicants' amendment of claim 6 did not serve to alter the scope of the claims in 
any meaningful way and, thus, the Examiner believes that it is appropriate to make this 
rejection FINAL. 



Application/Control Number: 10/549,243 Page 4 

Art Unit: 1796 

This is a continuation of applicant's earlier Application No. 10/549,243. All claims 
are drawn to the same invention claimed in the earlier application and could have been 
finally rejected on the grounds and art of record in the next Office action if they had 
been entered in the earlier application. Accordingly, THIS ACTION IS MADE FINAL 
even though it is a first action in this case. See MPEP § 706.07(b). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no, however, event will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MARC S. ZIMMER whose telephone number is 
(571)272-1096. The examiner can normally be reached on Monday-Friday 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jim Seidleck can be reached on 571-272-1078. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

June 25, 2009 



/Marc S. Zimmer/ 
Primary Examiner, Art Unit 1796 



